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DETAILED ACTION 

1 . In view of the appeal brief filed on 6/2/08, PROSECUTION IS HEREBY 
REOPENED. A new rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 13 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1,4-10, 13-24, 27-35, 38-49 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Gillies et al. in view of Werp et al. (6152933). 
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Gillies et al. teach an apparatus and method of inserting a medical device such 
as a catheter with a plurality of target markers into an anatomy, scanning a MR! image 
of the anatomy with said MRI processor having the ability to detect low-level signals, 
processing the scanned image, determining a location and orientation of the medical 
device in relation to the anatomy, and displaying a precise image of the device within 
the anatomy where the device is not depicted as noise for MRI systems (col. 6 lines 27- 
49, col. 8 lines 16-31, col. 11 lines 5-13, col. 14 lines 41-60, col. 27 lines 7-40). 

Gillies et al. teach said medical device to be expandable and composed of 
polymer material (col. 25 lines 15-25, col. 28 lines 52-55). 

Gillies et al. teach superimposing an image of the medical device over the 
anatomy by replacing a plurality of pixels of an anatomy with a plurality of pixels of the 
medical device (col. 1 1 lines 5-13 lines 31-64). 

Gillies et al. teach a MRI system comprising a scanner, a processor, a control 
unit, and a display with the ability to detect low-level signals from a medical device with 
a plurality of target markers which is inserted into an anatomy, where the device is not 
depicted as noise for MRI systems, and the location and orientation of said device is 
determined prior to insertion into an anatomy (col. 6 lines 27-49, col. 8 lines 16-31, col. 
11 lines 5-13, col. 14 lines 41-60, col. 27 lines 7-40). 

Gillies et al. however do not explicitly teach pre-scanning the medical device 
before inserting in an anatomy. In the same field of endeavor Werp et al. disclose a 
system and method where information for the plurality of target markers is prior to 
insertion of the device into the anatomy (col. 3 lines 15-24). Werp et al. teach the use of 
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a device or a bolt that is transparent to MR imaging but with the use of the marker, 
provides a clear indication of the position and orientation of the bolt inside the body. 
Therefore Werp et al. teach taking a preprocedure MR image of the bolt containing the 
marker to ensure proper positioning of the device when it is inserted into the anatomy. 
It would have therefore been obvious to one of ordinary skill in the art to with the target 
markers as taught by Gillies et al. for the purpose of obtaining a pre-procedure image of 
the marker and enable the operator to accurately implement follow-up procedures and 
register the coordinates of the stored image of the device over the image of the 
anatomy. 

3. Claims 2, 3, 11, 12, 25, 26, 36, and 37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Gillies et al. in view of Werp et al. and further in view of Young 
et al. 

Regarding claims 2, 1 1 , 25, and 36, Gillies et al. teach the use of a plurality of 
target markers as set forth above, but do not explicitly teach said markers to be one of 
ferromagnetic and paramagnetic material. In the same field of endeavor, Young et al. 
teach said medical device to be composed of paramagnetic material (col. 6 lines 34-65, 
col. 12 lines 37-67, col. 13 lines 1-20). It would have therefore been obvious to one of 
ordinary skill in the art to use the marker material composition teaching by Gillies et al. 
and Badano et al. to modify the teaching by Young et al. for the purpose of using a 
paramagnetic material to generate images with enhanced visibility of the medical 
device. 
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Regarding claims 3, 12, 26, and 37, Gillies et al. do not explicitly teach the 
magnetic field strength of the MR! system. It is well known in the art that diagnostic MR! 
system employ magnets with operating field strengths in the range of 0.02 T to 1 .5 T. In 
the same field of endeavor, Young et al. teach the use of a MR! system operating at 1 .5 
Tesia (col. 14 lines 10-15). It would have therefore been obvious to one of ordinary skill 
in the art to use the teaching by Young et al. to modify the teaching by Gillies et al. for 
the purpose of applying an appropriate magnetic field strength. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BAISAKHI ROY whose telephone number is (571 )272- 
7139. The examiner can normally be reached on M-F (7:30 a.m. - 4p.m.). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian L. Casler can be reached on 571-272-4956. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/BRIAN CASLER/ 

Supervisory Patent Examiner, Art 

Unit 3737 

BR 

IB. R.I 

Examiner, Art Unit 3737 



